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we said in In re Cooke, 28 C.C.P.A. (Pat- 
ents) 910, 117 F,2d 749, 48 USPQ 560, 
562: 

It is our view that merely because 
appellant has succeeded in producing 
an article that is more perfect than 
any similar article shown in the cited 
prior art, it does not necessarily en- 
title him to a patent on the article. It 
may be that invention rests in certain 
novel features of the article, as is em- 
phasized by some of the allowed claims, 
and it may also be that invention rests 
in the method of an apparatus for 
making the article, but surely it can- 
not rest alone in the degree of accu- 
racy or perfection obtained by the em- 
ployment of the method and apparatus. 

See also In re Merz, 25 C.C.P.A. (Pat- 
ents) 1314, 97 F.2d 599, 38 USPQ 143. 

Certain of th« claims also state that 
the article has a substantially constant 
density in a longitudinal direction. That 
limitation is also a matter of degree only 
and represents, at best, merely an im- 
provement over the ordinary cast ingot 
in a characteristic known to be desir- 
able. It follows that this limitation, like 
that as to smoothness, cannot impart 
patentability to the claims. In re Cooke, 
supra, and In re Merz, supra. 

Claim 48 specifies that the variation 
in density is not more than about 0.07, 
but it is not shown that that limitation as 
to density is in any way critical. That 
claim, like the others, involves merely a 
matter of degree, so far as density is 
concerned. 

Some of the claims, as in quoted claim 
48, refer to the properties of the ingot 
in the condition "as cast." It is consid- 
ered immaterial if an article has any 
given property, whether it had this prop- 
erty "as cast" or acquired it later by a 
machine process. 

Claim 48 states that the article has "a 
thin skin of copper crystals in a matrix 
of copper-copper oxide eutectic covering 
the exterior thereof." The examiner held 
that that characteristic would be satis- 
lied in a casting made in a stationary 
mold, if a copper composition containing 
oxygen were used. Appellants submitted 
no evid-ence to rebut that holding of the 
examiner. Accordingly, the quoted limi- 
tation in claim 48 cannot be held to lend 
patentability to that claim. 

Although appellants place great em- 
phasis in their brief on the alleged su- 
periority of ingots made by the process 
and apparatus of their patents over in- 
gots of the prior art, we are of opinion, 
for the reasons hereinbefore stated, that 
the appealed claims do not define pat^ 
entable subject matter. 



The decision of the Board of Appeals 
is, accordingly, aflfirmed. 

By reason of illness, Garrett, Presid- 
ing Judge, was not present at the argu- 
ment of this case and did not participate 
in the decision. 
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1. Claims — ^Broad or narrow — Chemical 



In determining propriety of Markush 
grouping, compounds grouped must each 
be considered as whole and should not be 
broken down into elements or other com- 
ponents; in any Markush group, com- 
pounds will differ from each other in 
certain respects; differences must, to 
some extent, be weighed against similar- 
ities; whether group is proper must be 
decided in view of facts of each case; 
inclusion in Markush groups of com- 
pounds differing widely in some respects 
has been permitted. 

2. Claims — Broad or narrow — Chemical 



All claimed compounds belong to genus 
of tetralyl compounds having substituted 
methyl group at position 6, but it is not 
established that all members of genus 
would be suitable for applicant's pur- 
pose, so applicant cannot claim entire 
genus; it is necessary to limit Markush 
claims, which are allowed, to individual 
compounds known to possess desired 
property. 

3. Claims — Duplicate or redundant 

Addition of statement of use to claim 
to compound does not produce materially 
different claim, so claim is rejected as 
duplicate. 

4. Claims — Duplicate or redundant 

In re Jones, 65 USPQ 480, held that 
where claim to compound is allowed, 
claim to insecticidal and fungicidal com- 
position having that compound as active 
ingredient is not patentable. 

Particular putents — Composition of 
Matter 

Jones, Composition of Matter, claims 
1 and 2 of application allowed; claims 6» 
7, and 9 to 11 refused. 
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Appeal from Board of Appeals of the 
Patent Office. 

Application for patent of Franklin D. 
Jones, Serial No, 393,248, filed May 13, 
1941 ; Patent Office Division 6. From de- 
cision rejecting claims 1, 2, 6, 7, and 9 
to 11, applicant appeals. Reversed as to 
claims 1 and 2; affirmed as to remaining 
claims; Bland, Judge, dissenting in part 
with opinion. 

Caesar & Rivise (C. W. Rivise and A. 
D. Caksar of counsel) all of Philadel- 
phia, Pa., for appellant, 

W. W. Cochran (Clarence W. Moore 
of counsel) for the Commissioner of 
Patents. 

Hatfield, Judge. 

This is an appeal from the decision of 
the Board of Appeals of the United 
States Patent Office affirming the de- 
cision of the Primary Examiner reject- 
ing claims 1, 2, 6, 7, 9, 10, and 11 in ap- 
pellant's application for a patent for an 
invention i^lating to a composition of 
matter. 

Claims 1, 2, 6, 7, and 11 are repre- 
sentative of the appealed claims. They 
read : 

1. The substance selected from the 
group consisting of tetralyl-G-acetoni- 
trile, tetralyl-6-acetic acid, the lower 
esters and alkali metal salts of said 
acid, tetralyl-fi-acctamidc, t-ctralyl-6- 
methyl thiocyanate and tctralyl-6- 
methyl isothiocyanato. 

2, Tt^|:ra1yl-(;-iu:ta((i»il.riU;. 

if. A lA'rowLh ii'i^'nlnl.iML;- composifcion 
for pl.Hils h.'jvinv; ;>.s ari acl.ivi? in.ji're- 
Wiciil, l.lK'i»'<.r a siiltstiiruT sr !ccf.('(1 fi'om 
l.lic I' i'tHi!' <'nnsisl iiiL*: n\' I I'l i ;i I.N l-Cj-aco- 
l.nnil i ile, (el i al>'|-<;-.i,T| ic acid, Mu' low- 
i'V cslcis and alkaii mclnl sall.s o\' said 
;u-i<I, \rl i :ilyl-(;-a<M'lanii(|r. {.ctralyl-O- 
nicl.hyl Ihrocyan.ilr and LclralyMJ- 
nifl.liyl is()(.hi(U'.\ annh'. 

7. A tvrowUi rcinil.-il.iiii;- ronifiosltioii 
for plan Is havini^- as .-in ncl.ivo in.urc- 
dioiit thfj-cof U«l,»aly I- (i-acct.oiiili-ile. 

U. An insrcl.ic-irlai iiud rini.uicidal 
eonipuMition liaviiisv ;is an activr in- 
t;:rc<n(!iit therfinr .a snlislann* siJc<*tcd 
rn»m the .L»roup r<insisf.iiin: ol: tetralyl- 
G-im^lJiyl (.lir<H-yaiial»' and Uaralyl-(;- 
mclliyl isoUiiocyaiialr. 

(Jlainis I and r, in appclhuil's applica- 
lioi; WW allowed I,y ili,. Iioani of An- 
pi'als. Tlicy read: 

•1. M\*|.raIyl-(;-a<Tl arnidr. 
r». TIk? sul)sLanc{j srlt'ch-d froni (lie 
jrroiip rnnsisl.ini^^ of til.ia I y!-r.-nu!lhyl 
IhioryanaU! and letralyl-lUnielhyl i's- 
• lliiocyanale. 



Claims 1 and 6 were rejected as being 
drawn to improper Markush groups. 
Claims 6, 7, 9, 10, and 11 were rejected 
as being substantial duplicates of claims 
1, 2, 4, and 5, as hereinafter explained, 
and claims 2 and 7 were rejected as be- 
ing drawn to nonelected species. The 
Primary Examiner also rejected the 
claims on prior art, but that rejection 
was reversed by the Board of Appeals 
and, therefore, is not before us for con- 
sideration. 

Appellant's application relates to cer- 
tain derivatives of tetralin (tetrahydro- 
naphthalene.) It appears from the brief 
of the Solicitor for the Patent Office, 
that tetralin is a "naphthalene to which 
four atoms of hydrogen have been 
added,*' the resultant structure **consist- 
ing of a benzene ring and a partially 
saturated six carbon ring, sharing two 
carbon atoms." In each of the derivatives 
claimed by appellant, a methyl side chain 
is attached to the ring structure, the 
point of attachment being the same in 
the case oF each derivative. All the com- 
pouiKls claimed are said to be effective 
agents for stimulating plant growth and 
soino of them are stated to be insecticides 
tind fungicides. 

Claims 1 and 6 were rejected on the 
ground that the substances claimed in 
them are not so related that they can 
properly be included in a Markush group. 
The same group is recited in each of 
those claims and comprises substances 
of various types, nitrilcs, acids, alkali 
metal salts, the lower esters, and thio- 
cyanates. The exan>iner htdd thai, those 
substances din*(»red from each other to 
such an extent, ilml, iJiey can Id not prop- 
erly 1)(! includiMl in a sin.Lvle <*laim. The 
exaniinej-'s decision was allirnied })y the 
BoanI of Appeals, which sUi|e<l in its 
<lecisi»)n l lial. "wheMuM' a frr(>u|) is proper 
nnisl; !»e dreided in vic*w of the facts of 
each p:n*!irnlar <'asi'." The hoard con- 
rhided |l»ai. nndtn- the circumstances of 
Ihis ease, five siil)stances included in 
. claims I a!id (\ were so dilfei-ent that the 
(ixri miner's holdin^^* was propei*. 

("ounsel for ai)p(!lla»d, point on I; in their 
hriel" that r.iwh <d' the en n> pounds which 
ar(r .i;*rouped in the. .-ippealcd (daiins in- 
cludes a L(?tralyl nnch*ns wil.ii a methyl 
sidi» chain at position i'\ :md ihat the 
tetralyl luudeus is» in each case, the heav- 
iest p;irl. of the niulernh'. I''n rthri inure, 
each o\' the compounds is elfectivc; as a 
K»'o\vth re.i;nlal.in.i»- cornposii.iari for 
plants. 

Tlir Pjimary lOx m mi ncr sl.atiMl l.hal; the 
attached chain porl inn is td' more impoi - 
tancc than l.lir ruKdcns in det.orminini^ 
the ( harat Ter nl" (In- compountl and that 
th(^ rumpmimis ,i;-|-onped in appeah.'d 
claims 1 and <>. include acids, sails, os> 
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ters, and thiocyanates, some of which 
are "entirely diverse in structure, prop- 
erties and characteristics." 

Whether or not one portion of a com- 
pound is considered more important than 
another depends upon the purpose for 
which the compound is intended. The side 
chains of claims 1 and 6 are not the most 
important factors in determining the 
molecular weights of the compounds, nor 
are they the most important factors in 
determining the value of the compounds 
in the regulation of plant growth, since 
the compounds grouped in claims 1 and 
6 are all effective plant growth regula- 
tors, despite a wide difference in their 
[1] side chains. In determining the 
propriety of a Markush grouping, more- 
over, the compounds which are grouped 
must each be considered as a whole and 
should not be broken down into elements 
or other compounds. 

In its decision, the board stated: 
In general, the nucleus which is com- 
mon to all members of the group, im- 
parts similar properties to the mem- 
bers and the substituents impart dif- 
ferentiating properties. 

It is evident that in any Markush 
group, the compounds which are included 
will differ from each other in certain re- 
spects. In determining the propriety of 
the grouping, these differences must, to 
some extent, be weighed against the sim- 
ilarities and, as hereinbefore noted, the 
board pointed out in its decision that 
"whether a group is proper must be de- 
cided in view of the facts of each par- 
ticular case." The inclusion in Markush 
groups of compounds which differed 
widely in some respects, has been per- 
mitted. Thus in Ex parte Clarke and 
Malm, 1931 CD. 6, 11 USPQ 52, the 
Commissioner of Patents permitted the 
inclusion of aliphatic, aromatic and aral- 
kyl compounds in a single group. In Ex 
parte Kendall, 56 USPQ 119, the Board 
of Appeals permitted the grouping of 
substances which varied "in the charac- 
ter of the connecting chain," and in Ex 
parte Dahlen et al., 1934 CD. 9, 42 
USPQ 208, the board permitted the 
grouping of compounds having nuclei 
and side chains, despite the fact that the 
allowed claims covered a wide variation 
in the composition of the side chains. 

In the instant case no authority was 
cited by either of the tribunals of the 
Patent Office in support of the conclusion 
that the compounds called for by claims 
1 and 6 are so dissimilar in their proper- 
ties as to be repugnant to principles of 
scientific classification. 
nJl!, decision in In re Swenson et al.. 

la ^TcoA^.ii'"^®"^^) '^6^' ^32 F.2d 336, 
66 USPQ 180, we approved the Patent 



Office practice with respect to claims of 
the Markush type, as defined in a num- 
ber of decisions by the Commissioner of 
Patents, including Ex parte Burke, 1934 
CD. 5, 21 USPQ 399, 400. In that case 
the commissioner said : 

The group system was resorted to 
because of the existence of cases where 
certain substances, which an inventor 
by experiment has found available for - 
his purpose, fall within a generic 
group, but there is nothing to estab- 
lish that all the species of that group 
have such similar characteristics as to 
make them available for this purpose, 
and there is no known subgeneric term 
which would include only the species 
which have been found available. 

[2] This language seems to apply to 
the present situation in which all the 
claimed compounds belong to the genus 
of tetralyl compounds having a substi- 
tuted methyl group at position 6, but it 
is not established that all members of 
this genus would be suitable for appel- 
lant's purposes. Accordingly, appellant 
could not properly claim this entire gen- 
us and it was necessary to limit his 
claims to the individual compounds which 
were known to possess the desired prop- 
erty. 

We have carefully considei^ed the views 
expressed by the Patent Office tribunals, 
but are of opinion that, under all the 
circumstances of this case, the substances 
grouped have *'a community of chemical 
or physical characteristics" which justify 
their inclusion in a common group, and 
that such inclusion is not repugnant to 
principles of scientific classification, 
within the meaning of such decisions as 
Ex parte Burke, supra, and In re Swen- 
son et al., supra. 

It follows, from what has been said, 
that claim 1 is allowable and, as that 
claim is generic, the rejection of claims 
2 and 7 on the ground that they are 
drawn to a non- elected species must be 
reversed. 

There remains to be considered the re- 
jection of claims 6, 7, 9, 10, and 11 on 
the ground that they are substantial 
duplicates of other claims. Claim 6 was 
rejected as a duplicate of claim 1; claim 
7 as a duplicate of claim 2; claim 9 as 
a duplicate of allowed claim 4; and 
claims 10 and 11 as duplicates of allowed 
claim 5. Claims 6, 7, 9, and 10 correspond 
to claims 1, 2, 4, and 5, respectively, ex- 
cept that the claims of the latter group 
are drawn to compounds per se, whereas 
the claims of the former group — 6, 7, 9, 
and 10 — call for growth regulating com- 
positions having as active ingredients the 
identical compounds defined in claims 1, 
2, 4, and 5, respectively. Similarly, claim 
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11 calls for an insecticidal and fungicid- 
al composition having as an active in- 
gredient the compound defined in claim 

[3] It was held by the Patent Office 
tribunals, on the authority of In re 
Thuau, 30 C.C.P.A. (Patents) 979, 135 
F.2d 344. 57 USPQ 324, that the addi- 
tion of a statement of use to a claim to 
a compound does not produce a material- 
ly different claim. 

Counsel for appellant seek to distin- 
guish this case from In re Thuau, supra, 
on the ground that claims 6, 7, 9, 10, and 
11 are not drawn to the compounds of 
clainis 1, 2, 4, and 5, ^er se, but to growth 
regulating compositions or insecticidal 
and fungicidal compositions having those 
compounds as active ingredients. How- 
ever, claims 6, 7, 9, 10, and 11 do not 
state that the growth regulating or in- 
secticidal and fungicidal compositions in- 
clude anything in addition to the com- 
pounds called for in claims 1, 2, 4, and 

5. The mere use in claims 6, 7, 9, 10, and 
11 of language which is broad enough to 
permit the inclusion of some unspecified 
ingredient or ingredients in addition to 
the compounds of claims 1, 2, 4, and 5t 
docs not justify a holding that the claims 
of the two groups define different inven- 
tions. 

[4] The issue presented as to claims 

6, 7, 9, 10, and 11 is substantially iden- 
tical with that in In re Jones, 32 C.C.P.A. 
(Patents) 1020, 149 F.2d 501, 65 USPQ 
480. In that case we hold that when a 
claim to a compound had been allowed, a 
claim to an insocticiilnl and fun.i?iei<lal 
composition havinjr that compound as an 
activt! in>i:rodit;nt was not patentable. 

For tht! reasons stated, the d(!cision of 
the Iioar<l of Appeals is niodiluMl, l)cing 
r(?vcrsot| as to rlaiins I and 2. and af- 
(irnuMl as to claims 0, 7, 9, 10, and 11. 

By roasoM of illness, (Iakkktt, Presitl- 
inj^ .Jud^e, was not |)r(*sc;Mt at the arj^u- 
mcnt of this case and did not participate 
in the decision. 

Bland, Judge, dissenting in part. 

In the next to the last paragraph of 
the majority opinion is tlie following sen- 
tence: 

In that case we h(?l(l that when a claim 
to a compounti had l)tM;n allowed, a 
claim to an insectiitiilal and fuiiKicidai 
(composition Iiaving that compound as 
an active ingrcMlient was not patent- 
able. 

My views as to when a ms<' claim for 
a patcnU'd article or an old article should 
be allowed are expressed in my concur- 
rinjr o|)inio?i in In re M i>^r«lichian, 
C.C.P.A. (Patents) 1224, ir>r, K.2<i 250, 



70 USPQ 403. I took the same position 
with respect to the Thuau case, 30 
C.C.P.A. (Patents) 979, 135 F.2d 344, 57 
USPQ 324, in In re Haller (Patent Ap- 
peal No. 5273), 34 C.C.P.A. (Patents) 
1003, 161 F.2d 280, 73 USPQ 403. 

In the instant case th-e inventor in- 
vented a new compound which may have 
uses of great value other than as an in- 
secticide and fungicide. He also discov- 
ered that on plant life it was especially 
useful. Here he has made two related 
inventions and he should be allowed 
claims to the article and to its use if 
such use is new, unobvious and useful. 
The public is entitled to his teachings as 
to use and he is entitled to protection on 
his discovery as to use. 

The particular part of the Thuau 
case which I have urged my associates 
to modify reads as follows: 

The doctrine is so familiar as not 
to require citation of authority that a 
patentee is entitled to every use of 
which his invention is susceptible, 
whether such use be known or un- 
known to him. Likewise, with regard 
to an unpatentable article or substance 
long in use, any member of the public 
has the right to every use of which the 
article or substance is susceptible so 
long as it is unchanged in any waj/, re- 
gardless of whether or not such uses 
were known prior to his otvn use, 
[Italics mine.] 

The discovery that sulfur, a very old, 
unpatented article, was useful in the 
vulcanization of rubber i>esultod in a val: 
id patent, and by the same token the 
discovery that nn ()1<1 article produces 
new, useful and unobvious results as a 
fumijTJHit or as a ilisinfcctant may be in- 
ventive. The same is true as regards a 
patont(;d artich; if the new use claimed 
is not an tibvious one. 



::l <\<M'.A. (Patents) 1.1 «S 

Court of Customs and ratont Appeals 

In re JONK.*^ 
Appl. No. r)2ri0 r)<'ci<led .in no 17, 1947 

PATENTS 

1. Appeals to ('onrt <>f (Customs and l*at- 
<Mit Applet Is — Issues to be delor- 
niincd — V\\ parU' patent cases 
CcMirt may not consider on merits 

claims njjt.M-ted as not readin;^ on elected 

species. 
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Particular patents — Composition of 
Matter 

Jones, Composition of Matter, claims 
1, 2, 4 to 7, 9 to 11, and 15 to 18 of ap- 
plication refused. 



Appeal from Board of Appeals of the 
Patent Office. 

Application for patent of Franklin D. 
Jones, Serial No. 393,249, filed May 13, 
1941 ; Patent Office Division 6. From de- 
cision rejecting claims 1, 2, 4 to 7, 9 to 
11, and 15 to 18, applicant appeals. Af- 
firmed. 

Caesar & Rivise (C. W. Rivisb and A. D. 

Caesar of counsel) all of Philadelphia, 

Pa., for appellant. 
W. W. Cochran (Clarence W. Moore 

of counsel) for the Gommistioner of 

Patents. 

Jackson, Judge. 

This is an appeal from a decision of 
the Board of Appeals of the United 
States Patent Office affirming that of the 
Primary Examiner rejecting all of the 
claims 1, 2, 4, 5, 6, 7, 9, 10, 11, 15, 16, 17 
and 18 of an application, Serial No. 393,- 
249, filed May 13, 1941, for a patent re- 
lating particularly to compositions de- 
rived from either 2-methyl naphthalene 
or 4-methyl naphthalene, wherein certain 
radicals are substituted for the hydrogen 
atom at the 1 position of each composi- 
tion. 

Appellant alleges his compounds to be 
new and claims they are growth regu- 
lating, insecticidal . and fungicidal com- 
positions. In the composition claims the 
compound is the only ingredient recited 
therein. 

Compounds having 2-fused benzene 
rings, each of which is a 6-carbon ring, 
with two of the carbons common to both 
rings, is identified by the term "naphtha- 
lene." It is depicted by the drawing 
(shown below) in the angles of which 




f7 > 


' 2 


^6 > 





are represented the positions of the car- 
bon atoms. The 1, 4, 5 and 8 angles are 
also designated as alpha positions and 
the 2, 3, 6 and 7 angles are designated 
as beta positions. 



The derivative compounds of the ap- 
plication have a methyl radical in the 2 
and 4 positions, respectively, and at the 
1 position have one of the following rad- 
icals: aceto-nitrilo (-CH^-CN) ; acetic 
acid (-CH2-COOH) ; salts of acetic acid 
(-CH2-COOM) ; esters of acetic acid 
(-CH2-COOR); acetamide (-CHj- 
CONHg) ; methyl thiocyanate (-CHj 
-SCN) ; and methyl isothiocyanate (-CHo 
-NCS). 

Claim 15 is illustrative of the subject 
matter of the rejected claims and reads 
as follows: 

15. The substance selected from the 
group consisting of 4-methyl naphthyl- 

1- acetonitrile, 2-methyl naphthyl-l- 
acetonitrile, 4-m ethyl naphthyl-1- 
acetic acid, 2-methyl naphthyl-l acetic 
acid, the lower esters and alkali salts 
of 4-methyl naphthyl-l-acetic acid and 

2- methyI naphthyl-l-acetic acid, 4- 
methyl naphthyl-l-acetamide, 2-methyi 
naphthyl-l-acetamide, 4-methyl naph- 
thyl-l-methyl thiocyanate, 2-methyl 
naphthyl-l-m ethyl thiocyanate, 4- 
methyl naphthyl-l-methyl isothiocyan- 
ate and 2-methyl naphthyl-l-methyl 
isothiocyanate. 

[1] Claims 1, 4, 6, 9, 15, 16, 17 and 18 
were rejected as unpatentable over the 
prior art. Claims 6, 9, 16 and 18 were 
further rejected as substantial duplicates 
of claims 1, 4, 15 and 17, respectively. 
Claims 2, 5, 7, 10 and 11 were rejected as 
not reading on the elected species. There- 
fore they may not be considered on their 
merits here. Claims 1, 6, 15, 16, 17 and 
18 were also rejected as containing im- 
proper Markush groups. 

The prior art cited is as follows: 
Carpmael (Br.), 325,910, 1929. 
Roblin et al., 2,166,554. July 18, 1939. 

2 1940^^^^ 2,185,237, January 

"Berichte Deut. Chem. Ge- 
sell," Vol. 2, page, 637. 

Behrend et ah, "Annalen," Vol. 344, 
pp. 24-5. 

3^^^^es et ah, "Annalen," Vol. 470, pp, 

Hewett, "Jour. Chem. Soc." (Lon- 
don) 1940, pp. 293-303. 

In the patent to Carpmael aromatic 
compounds are disclosed, containing one 
or more of the methoxy groups and more 
than one thiocyanate residue, each of the 
latter connected to the nucleus through a 
CHo group, which ♦ • are distin- 
guished by an extraordinarily strong in- 
secticidal action." 

The Roblin et al. patent relates to the 
synthesis of naphthaleneacetic acid and 
naphthyl acetonitrile in the first position. 
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It is disclosed in the patent that the acid 
is * one of the phint hormones fav- 
oring growth." 

The Weijlard ct al: patent relates to a 
process of preparing the nitriles of al- 
pha-naphthyl substituted lower fatty 
acids siibsLanlially free from the beta 
isomer and iliscloses naphthyl acetic acid 
("l-naphthaicnoscetic acid" and *'alpha- 
ntiphliiyl acetic acid") and naphthyl ace- 
ton itrile ("alpha-naphthyl acetonitrile") 
in tbc lirst position. 

The Fries et al. reference discloses 
methyl naphthyl in the first position and 
acetic acid and the corresponding amide 
in the second position. 

The Hewett publication discloses di- 
methyl-naphthylacetic acid in the first 
position and the naphthyl radical in the 
third and fourth positions, together with 
the corresponding sodium salt and ace- 
tonitrile. 

It is i]ot necessary to discuss the other 
references. 

The compounds of the references are 
not identical with the claimed compounds. 
They differ only in the positions of the 
methyl and acetic acid radicals. In the 
Fries ct al. reference the radicals are 
reversed in positions from those of the 
claimed compound and in the Roblin et 
al. and Weijlard et al. patents the same 
acetic acid radical is present in the first 
position, as in the elaini(Ml compounds. 
'Viw. dilViTiMU-e Ik'Uvihmi the claimed com- 
poiintls :uh! l.hi>sc. ol" l.lif. lioblin et al. 
;incl VVt'ij!;ii<l et al. «<hnpouM(ls is that 
in ilu' j-oinponuds of tliosc rd'erenees 
\.\irvv is rwi Mirih.\l r:i(li(';il. Tlie only 
<lill'('?-«'Mfc' hciA\<'('ii t.li<^ clniined com- 
pounds :iiHi i.lu' c«>niponnd of Llie Ilewett 
r i'Trrenc*' is thi* , pi'*'^^**m*e of an a<ldi- 
tional methyl radical in thv fourth posi- 
tion. 

The V*rimary Kxa miner stated that 
when the ehiimed conipiMind is com- 
pared with th(^ eom pound of the Fries 
et al. rererenee, It will be evi- 

dent that. both contain »'\actly the same 
chemical constitutents in tlu! same pro- 
portion and th** two compounds are 
nuut'ly isomers of one ant»ther." In 
othci- words tlh' conipnond disclosiMl in 
tlu^ I'^rics et al. r<»r<'r«'nr(' is :in isomer 
of the claiintMl conipound :iii<l, lhereroi'i\ 
iieicssai ily possi'ssi s similar chemical 
and pliysical properties. 

App<'Mant contcjuls that the position 
of IIh' siibstitule<l latlicai is critical, but 
thfre .'in* inctutled in I he (pioted claim 
alteriialivfiy two diilVrriit positiojis, tlu^ 
fourth :ind S(M*ond, of the methyl };roup 
ami several of the non-clrcted claims call 
f<n- iusoniers of the subslanci's S(!t out 
therein. 



It will be observed that the compound 
of the Roblin et al. patent is a hormone 
which favors the growth of plants and 
that compound is identified by naphthyl 
acetic acid in the first position. The same 
compound is said to possess plant growth 
properties in the Weijlard et al. patent. 
The thiocyanate group connected to the 
nucleus through a CHo group, as dis- 
closed in the patent to Carpmael, is said 
to possess extremely strong insecticidal 
properties. 

As we view the references, hereinbe- 
fore discussed, it seems that there could 
be nothing unexpected found in the com- 
pounds defined by appellant. 

We think it should be expected that 
the compounds of appellant would 
possess ^;roperties regulating the growth 
of plants such as the compound disclosed 
in the Roblin et al. and the Weijlard et 
al. references and that ai)pellant's com- 
l)ound cor.tainintc the thiocyanate radical 
would have similar insecticidal and fung- 
icidal properties as the compound of the 
patent to Carpmael. 

Appellant filed an affidavit subsequent 
to the date of the examiner's statement 
and prior to the decision of the board 
the general tenor of which seems to be 
that any specific compound for the regu- 
lation of plant growth, killing insects or 
fungi may not be accurately predicted. 
However, as was properly observed by 
the board in its decision, no comparison 
was .shown in the ailidavit to indicate 
that the compounds of ap|)ellant, as 
Ken oral! /,ed in tlu» generic u'loups, are 
possesses! of any properties dilVering in 
kind from the compounds (»f the refer- 
ences. The lioanl further stated: 

Applicant's showing, if it teaches 
auythin.ir, is that the action of com- 
pounds is specific — that is, that each 
irulividual compound has special prop- 
ertii's. None of applicaiitV claims is 
speeific, but the smallest j;roup (e.g., 
claim !)) calls for two <lil]'(Mcnt com- 
pounds, 2-methyl and l-mdhyl, which 
tliirei* as much from one anotluu* as 
they do from the ren n-nri'S, 

We airrei; wilh the tribunals below 
that ill view of tl>c jn ior- art it would be 
r(^asonah|y ('x|M'ctc<| tli;i( the .-ippttllan t's 
claimed comp<Minds woiihl process jrrowth 
rej^nlatinir, oi- i ns<'el ienla! m* fnni^ieidal 
propertii's. There is nothinu- in tii(; rec- 
ord. howi:ver, to shinv sueh unexpected 
utility in the i-onipoiinds as would in- 
volve inventii>n. 

<H* course, it is ti ue, as i*ont»Mi<i«'d by 
appellant, that • tumr. of the refer- 

ences ilis<*losi' plant gn»wtli rt'gulatin;^, 
funj^ieidal ami insecticidal a<H.iviti(rs pos- 
sessed by one and the sanu' substances." 
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However, all the claimed compounds of 
appellant are not claimed by him to 
possess those three characteristics. It 
is specifically set forth in the applica- 
tion that . all of the compositions are 
plant hormones in that they possess the 
property of influencing, regulating and 
controlling the growth of plants, but 
that "thiocyanate and isothiocyanate, in 
addition to being plant hormones, are 
very effective as insecticides and fun- 
gicides." Both of these compounds are 
set out in the non-elected species of 
claim 5. 

We are of opinion, in view of what 
has been said, that generic claim 15 is 
unpatentable over the prior art. Appel- 
lant has made no distinction between the 
claims and we find no reason to make 
any such distinction. Therefore, the 
other gerenic claims 1, 6 and 16, to- 
gether with specific claims 4, 9, 17 and 
18, fall with the rejection of claim 15. 

For the reason that, in our opinion, 
the claims were properly rejected on the 
prior art, it is not necessary, to discuss 
the other reasons for rejection given by 
the tribunals below. 

The decision of the Board of Appeals 
is affirmed. 

By reason of illness, Garrett, Presid- 
ing Judge, was not present at the argu- 
ment of this case and did not participate 
in the decision.. 
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PATENTS 

1. Patentability — Aggregation or combi- 

nation — In general 
It makes little diff'erence whether any 
element is new or old if combination of 
elements involves invention; combina- 
tion of old elements which produces new, 
useful, and unobvious results niay involve 
invention and constitute patentable sub- 
ject matter; question always depends 
upon particular facts of case. 

2. Patentability — Aggregation or com- 

bination — In general 
Assembling into new article of num- 
ber of good features of prior art may in- 
volve invention and be of such utility 



and produce such unexpected results as 
to be patentable; conception of such 
structure may be invention, even though 
assembling into united structure involves 
little more than mechanical skill after 
such conception. 

3. Patentability — New use or function — 

Specific cases 
Patents relating to shoe repair machin- 
ery are analogous to floor surfacing ma- 
chine; both are in abrading art; that 
patents do not involve same problems 
as do floor surfacing machines is con- 
sidered in determining obviousness in 
constructing specific floor surfacing 
machine. 

4. Patentability — Aggregation or com- 

bination — In general 
Court reverses and allows combination 
claims where applicant brought new 
functional relationship between parts 
and elements coact to bring about new 
and unobvious result; Patent Office 
should have viewed claims more objec- 
tively and less subjectively. 

5. Patentability — Evidence of patenta- 

bility — Commercial success 
Evidence of commercial success is im- 
portant factor to consider where ques- 
tion of presence of invention is in con- 
troversy and where there are differences- 
of opinion such as prevail in instant case- 
between those of Patent Office and court. 

6. Patentability — Aggregation or com- 

bination — In general 
It is not enough for rejection that . 
every element is found in prior Art, but 
assembling of them must not involve in- 
vention ; whether assembly involves in- 
vention is question of opinion; it is im- 
possible to definitely establish boundary 
between invention and lack of invention 
in cases where uncertainty necessarily- 
exists. 

7. Patentability— Aggregation or combi- 

nation — In general 

One may have patent- for combination 
or combined machine which includes 
patentable subcombination, but claims to 
combination are refused where better 
work accomplished is brought about by 
improvement in subcombination acting 
m combination in same manner as sub- 
combinations of prior art. 

Particular patents— Floor Surfacing 

Holt, Floor Surfacing Machine, claims 

; ^"^ 0^ application allowed: 

claims 9 and 10 refused. 
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